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DETAILED ACTION 

Claims 1-1 1 are pending and are the subject of this Office Action. This is the first 
Office Action on the merits of the claims. 

The Preliminary Amendment filed on February 8, 2005 to place the instant claims 
in better condition for examination on their merits has been received and entered. 

Claim Objections 

Claims 1 and 4-5 are objected to because of the following informalities: Claim 1 
is objected to because it appears that "yielding" is misspelled as "yeilding." 

Claim 4 is objected to for reciting an improper Markush group. The language 
"selected from the group consisting of wood, plastics, paper or textile material" should 
state "selected from the group consisting of wood, plastics, paper and textile material." 

Claim 5 is objected to because the claim is a method according to "claim 5". It 
appears the claim should state "claim 4" and will be treated as such. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the thus obtained water-soluble ester". In the text 
that comes before this phrase, there is no reference to "a water-soluble ester". There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 1 step (d) recites the limitation "the ester". It is unclear whether "the ester" 
refers to the halogen-substituted ester of step (a) or the water-soluble ester of step (c). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6 and 9-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Struillou et al. (European Patent # 0752465 A1). Struillou et al. teaches a method for 
the controlled release of a biologically active hydroxyl group containing substance. 
Struillou et al. teaches the method of reacting an alcohol with a halogen-substituted 
aliphatic carboxylic acid halide, chloroacetyl chloride, forming a halogenoacetate ester 
and reacting said ester with a pyridine and substituted pyridine in particular 4- 
dimethylaminopyridine (as claimed by applicant). Chloroacetyl chloride is a known 
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acetyl chloride (example 5, pg 28). Struillou et al. also teaches the solution of an 
alcohol/phenol, chloroacetyl chloride and pyridine (pg. 29, line 4). 

Struillou et al. discloses this slow release concept may be applied to hard 
surfaces, textiles and cosmetics and that the releasable R-group of the compounds of 
the disclosed invention may be bactericides and/or biocides, such as m-chloroxylenol or 
triclosan (equivalent to Applicant's claimed "biologically active hydroxy group containing 
substance"; pg. 12, lines 57-59). Struillou et al. also discloses the ester bond is 
hydrolysed by atmospheric moisture after being deposited on a fabric (pg. 3, lines 34- 
36). 

Claims 1, 4-7 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Koller et al. (U.S. Patent #4083847). Koller et al. discloses a method for the controlled 
release of a biologically active hydroxyl group containing substance. Koller et al. 
teaches a method of reacting a dye that contains a hydroxy group with a halogen- 
substituted aliphatic carboxylic acid halide, chloroacetyl chloride, forming a 
halogenoacetate ester and reacting said chloracetic ester molecule with a diamine 
(column 16, line 62 and column 24, lines 3-7). Chloroacetyl chloride is a known acetyl 
chloride. Koller et al. discloses a solution of a dye containing a hydroxy group, 
chloroacetyl chloride, and N, N, N', N-tetramethylethylenediamine (Example 4, column 
27, lines 1-30). The N, N, N', N-tetramethylethylenediamine is the same compound as 
claimed (See the Material Safety Data Sheet, printed 02/05/2004, section 2- 
Composition/lnformation on Ingredient, Formula synonyms, compounds 1 and 6). 
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Koller et al. also discloses applying the dye to the textile fiber followed by hydrolysis of 
the carbacyl group, which is the ester group (column 2, lines 23-24). 



Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NANNETTE HOLLOMAN whose telephone number is 
(571) 270-5231 . The examiner can normally be reached on Mon-Fri 730am-500pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on 571-272-0867 or Cecilia Tsang on 571- 
272-0562. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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